
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria. Viisuiia 22313-1450 
www.iispto.gov 



APPUCATIONNO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/049,233 



07/25/2002 



140 7590 02/14/2006 

LADAS& PARRY 
26 WEST 6 1ST STREET 
NEW YORK, NY 10023 



Jinliang Qiao 



U 013868-3 



9932 



EXAMINER 



FEELY. MICHAEL J 



ART UNIT 



PAPER NUMBER 



1712 

DATE MAILED: 02/14/2006 



Please find below and/or attached an Office conununication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



i 


Application No. 
10/049,233 


Applicant(s) / 

QIAO ETAL 


Examiner 

Michael J. Feely 


Art Unit 

1712 





- r/ie MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 
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DETAILED ACTION 
Pending Claims 
Claims 1, 6, 7, 9, 10, 12, 14, 16 and 18-24 are pending. 
Previous Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. The rejection of claim 20 under 35 U.S.C. 1 12, second paragraph, has been overcome by 
amendment. 

Previous Claim Rejections - 35 USC § 102 

3. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

4. The rejection of claims 9, 10, 16, and 24 under 35 U.S.C. 102(b) as being anticipated by 
Coran et al. (US Pat. No. 5,889,1 19) has been overcome by amendment. 

Previous Claim Rejections - 35 USC § 102/103 

5. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

6. The rejection of claims 1, 6, 7, 18, 20, 21, and 23 under 35 U.S.C. 102(e) as anticipated 
by or, in the altemative, under 35 U.S.C. 103(a) as obvious over Kawazura et al (US Pat. No. 
6,179,008) has been overcome by amendment. 

7. The rejection of claim 12 under 35 U.S.C. 102(b) as anticipated by or, in the altemative, 
under 35 U.S.C. 103(a) as obvious over Coran et al. (US Pat. No. 5,889,1 19) has been overcome 
by amendment. 
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Previous Allowable Subject Matter 

8. The indicated allowability of claims 4, 1 1, 13, 14, 19, and 21 is withdrawn after fiirther 
consideration of Coran et al. (US Pat. No. 5,889,119). 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Apphcant is advised of the obhgation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the apphcability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

11. Claims 1, 6, 7, 9, 10, 12, 14, 16 and 18-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Coran et al. (US Pat. No. 5,889,1 19). 

Resardin2 claims L 6. 7. 18-2 L and 23. Coran et al disclose: (1) a fully vulcanized 
thermoplastic elastomer comprising a rubber phase and a plastic matrix (Abstract; colunm 3, 
lines 21-64), wherein an average particle size of the rubber phase of said fully vulcanized 
thermoplastic elastomer is preferably less than about 2// (column 3, lines 21-64); wherein the 
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weight ratio of rubber phase to plastic is 30:70 to 75:25 (column 3, lines 21-32); and wherein the 
rubber phase is at least one of see claim for list (column 6, lines 5-17); 

(6) wherein said rubber has a gel content of at least 60% by weight (column 3, lines 54- 
64: inherent of ''ground pre-vulcanized particles "X (21) wherein said rubber has a gel content of 
at least 75% by weight (column 3, lines 54-64: inherent of ''ground pre-vulcanized particles "); 

(7) wherein the plastic matrix is at least one of see claim for list (column 4, line 62 
through column 5, line 2); 

(18) a method of preparing a molded article with the vulcanized thermoplastic elastomer 
of claim 1 (column 8, lines 3-8); 

(19) wherein the average particle size of the rubber phase is preferably less than about 
2ju (column 3, lines 21-64); 

(20) wherein the weight ratio of rubber phase to the plastic matrix is 50:50 to 75:25 
(column 3, lines 21-32); and 

(23) wherein the fiiUy vulcanized thermoplastic elastomer is prepared by a process 
comprising the steps of: (i) providing a fully vulcanized powdery rubber (column 3, lines 54-64), 
and (ii) blending the fully vulcanized powdery rubber with a plastic, wherein a weight ratio of 
the fully vulcanized powder rubber to the plastic is 30:70 to 75:25 (column 3, lines 21-64). 

Coran et al. do not explicitly disclose: (1) wherein the shape of the fully vulcanized 
(powdery) rubber is spheroidic; however, this appears to be an inherent feature of the 
ground/powdered rubber particles. It should be noted that spheroidic does not require an actual 
spherical shape. A spheroid is shaped like a sphere but is not perfectly round. Any "particle" 
that is characterized by particle size (diameter) is inherently spheroidic to some degree. Even if 
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these "particles" were deformed or irregular in shape, they would inherently resemble a sphere to 
some extent. 

Therefore, if not explicitly taught by Coran et al, then the ground/powdered rubber 
particles of Coran et al. would have been inherently spheroidic to some degree. 

Coran et al. also fail to explicitly disclose: (1) wherein the average particle size of the 
rubber phase is 0.05|a ~ 0.5 ^i; and (19) wherein the average particle size of the rubber phase is 
0.05|i ~ 0.2 [1. Rather, they disclose, "Where the binder rubber is vulcanized or crosslinked, the 
crosslinked binder rubber should have a number average diameter of less than 50|a, preferably 
less than 25)i, more preferably less than lOji, even more preferably less than 5\i, and still more 
preferably less than 2^ '' (column 3, lines 54-61). This most preferable range is an open-ended 
range that encompasses the claimed ranges. 

In light of this, it has been found that, "[A] prior art reference that discloses a range 
encompassing a somewhat narrower claimed range is sufficient to establish a prima facie case of 
obviousness," - See MPEP 2144.05. Furthermore, Apphcant fails to show criticality for these 
claimed ranges. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to select an average particle size of the rubber phase of 0.05|i 0.5 |j, or 0.05^ 0.2 \i 
in the composition of Coran et al because Coran et al. disclose a range of preferably less than 
2fi^ which encompasses the somewhat narrower claimed ranges. 



Re2ardin2 claims 9, 10. 12. 14. 16. 22. and 24 . Coran et al. disclose: (9) a. process for 
preparing a fully vulcanized thermoplastic elastomer (Abstract; column 3, lines 21-64), which 
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comprises the steps of (i) providing a fully vulcanized powdery rubber as a first starting material 
(colunin 3, lines 54-64), and (ii) blending the fully vulcanized powdery rubber with plastic as a 
second starting material, wherein the weight ratio of the fully vulcanized powdery rubber to the 
plastic is 30:70 to 75:25 (column 3, lines 21-64); wherein said fully vulcanized powdery rubber 
comprises at least one rubber selected from the group consisting of see claim for list (column 6, 
lines 5-17); and wherein the average particle size of the fully vulcanized powdery rubber is 
preferably less than about 2ju (column 3, lines 21-64); 

(10) wherein the weight ratio of the fiiUy vulcanized powdery rubber to plastic is 50:50 to 
75:25 (column 3, lines 21-32); 

(14 & 22) wherein the average particle size of the fully vulcanized powdery rubber is 
preferably less than about 2fj, (column 3, lines 21-64); 

(16) wherein said plastic comprises at least one polymer or copolymer thereof selected 
from the group consisting of see claim for list (column 4, line 62 through column 5, line 2); and 

(24) wherein the first starting material consists essentially of the fully vulcanized 
powdery rubber (column 3, lines 21-64) and the second starting material consists essentially of 
the plastic (colunm 3, lines 21-64). 

Coran et al. do not explicitly disclose: (12) wherein the shape of the fully vulcanized 
powdery rubber is spheroidic; however, this appears to be an inherent feature of the 
ground/powdered rubber particles. It should be noted that spheroidic does not require an actual 
spherical shape. A spheroid is shaped like a sphere but is not perfectly round. Any "particle" 
that is characterized by particle size (diameter) is inherently spheroidic to some degree. Even if 
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these "particles" were deformed or irregular in shape, they would inherently resemble a sphere to 
some extent. 

Therefore, if not explicitly taught by Coran et al, then the ground/powdered rubber 
particles of Coran et al. would have been inherently spheroidic to some degree. 

Coran et al. also fail to explicitly disclose: (9) wherein the average particle size of the 
fully vulcanized powdery rubber is 0.02^ -I ix; (14) wherein the average particle size of the 
fully vulcanized powdery rubber is 0.05|i ~ 0.5 \i\ and (19) wherein the average particle size of 
the fiiUy vulcanized powdery rubber is 0.05^ - 0.2 |i. Rather, they disclose, "Where the binder 
rubber is vulcanized or crosslinked, the crosslinked binder rubber should have a number average 
diameter of less than 50|li, preferably less than 25|i, more preferably less than 10|x, even more 
preferably less than 5^1, and still more preferably less than (column 3, lines 54-61). This 
most preferable range is an open-ended range that encompasses the claimed ranges. 

In light of this, it has been found that, "[A] prior art reference that discloses a range 
encompassing a somewhat narrower claimed range is sufficient to establish a prima facie case of 
obviousness," - See MPEP 2144.05. Furthermore, Applicant fails to show criticality for these 
claimed ranges. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to select an average particle size of the rubber phase of 0.02|li ~ 1 |i, 0.05 |i 0.5 |i or 
0.05^1 ~ 0.2 |i in the composition of Coran et al. because Coran et al. disclose a range of 
preferably less than 2ju, which encompasses the somewhat narrower claimed ranges. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J. Feely whose telephone niunber is 571-272-1086. The 
examiner can normally be reached on M-F 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Randy Gulakowski can be reached on 571-272-1302. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published appUcations 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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